Patent Reviews

by Brian Rosenbloom

Patents: Prudent Investment With
Future Potential or Inefficient
Capital Allocation?

ne of the RAP sessions at

the IEEE Applied Electron-

ics Conference and Exposi-
tion (APEC) 2024, in Long Beach,
CA, USA, debated the value of seek-
ing patent protection for innova-
tions and product improvements.
This RAP session was a great suc-
cess, sparking much debate and
thoughtful discussion, if I do say so
myself. I chaired the RAP session,
and had an excellent panel to keep
the discussion lively and interesting
(many thanks to Grant Pitel, Patrick
Chapman, Jeewika Ranaweera, and
Prof. Johann W. Kolar for participat-
ing on the panel).

When asked whether I would be
interested in chairing such a debate, I
was honoured and jumped at the
chance. I was equally honoured when
asked whether I would like to be a
contributor to the magazine’s “Patent
Reviews” column.

A quick introduction—I am a pat-
ent attorney with over 25 years of
experience guiding inventors and
companies, large and small, through
the patent process. In addition to my
law degree, I have an undergraduate
degree in electrical engineering from
Columbia University and I worked
for General Electric for four years
before heading to law school. I
gained my first exposure to power
electronics when my father and our
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next-door neighbour started a com-
pany making induction heating sys-
tems, including radio frequency (RF)
power supplies. I guided the com-
pany, now known as Ambrell,
through the patent process many
times, obtaining patents on every-
thing from unique coil designs to a
high frequency power amplifier to a
consumer kitchen appliance for heat-
ing cans of coffee using induction.

The question of whether or not to
seek patent protection is a question I
deal with on a daily basis. And, if you
attended the APEC RAP session, you
would know the answer to this ques-
tion, which, as any good lawyer
would tell you, is: “it depends.” But
what does it depend on? Read on to
find out.

To decide whether or not to seek
patent protection, you should first
understand exactly what is patent
protection. A patent on a product
gives you the right to stop others
from making, using, and selling the
patented product, or, at a minimum,
the right to obtain a reasonable roy-
alty from someone who makes, uses,
or sells a product covered by your
patent.

Getting a patent on one of your
products, however, does not neces-
sarily mean that you have the right to
sell the product. It is possible that the
product you have developed includes
a component patented by another. In
such a case, to avoid patent infringe-
ment by making or selling your prod-
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uct, you would need a license
(express or implied) to the other pat-
ent. To reduce this risk, it may be
advisable to perform a “Freedom to
Operate” patent search before invest-
ing heavily in the development of a
new product. More on Freedom to
Operate searches in another column.

How is the right to “stop others”
valuable? Great question. The right to
stop others creates a valuable barrier
to entry in the marketplace. Without
patent protection, a would-be compet-
itor might simply copy your product
and compete for your customers.
Also, if you are a start-up seeking
investors and do not have patent pro-
tection in place, you may have diffi-
culty attracting investors; many
investors are not willing to take the
risk that a would-be competitor could
simply copy your product and steal
market share. If you are an avid Shark
Tank watcher, you know that the
Sharks routinely ask the entrepre-
neurs “do you have a patent?” No
Shark wants to invest in a company if
there is a high risk of others using the
idea to create knockoffs.

Does this mean you should always
apply for a patent when bringing a
new product to the marketplace? The
answer is: “no,” for several reasons.
First, to obtain a patent on a new
product, the product not only must be
unique in some way compared to
what already exists, but also must be
non-obvious. If the differences
between your product and an existing



product seem obvious, it may not be
worth the time and/or money needed
to apply for a patent. For example, if
the difference between your product
and the existing product is a foresee-
able, common-sense difference, it
may not be a wise investment to seek
patent protection. The hard part can
be distinguishing the obvious from
the non-obvious.

Second, if it would be extremely
difficult for a competitor to create a
competitive knock-off, then you may
not need patent protection. For
instance, you may have “know-how”
that no one else possesses and with-
out this know-how it would be
extremely difficult for a competitor
to create a competitive knock-off. If
you take this route, however, you
should protect this “know-how,” i.e.,
you need to keep it secret.

These are just some of the consid-
erations you need to keep in mind
when deciding whether or not to
spend valuable time and money seek-
ing patent protection.

If you decide that patent protec-
tion is the way to go, then do not

delay. It is important to get your pat-
ent application on file with the patent
office as soon as possible because
you do not want a competitor to file
before you. Also, it is typically a best
practice to file your patent applica-
tion before you make any public dis-
closure of your invention, including
showing a prototype at a tradeshow
or offering for sale a product embody-
ing the invention, otherwise you risk
losing the right to obtain a patent on
the invention.

The APEC RAP session explored
these issues from several different
angles, and here were the take-
aways: 1) there are some situations
where there is no question that
seeking patent protection is a pru-
dent investment; 2) there are other
situations where seeking patent
protection is not prudent; and 3)
there is a vast middle ground where
the answer is not black-and-white,
it depends.

This article is for general infor-
mation purposes and 1S not
intended to be and should not be
taken as legal advice.
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Expert View

Having a more complex crystal
structure, SiC wafers have four
orders of magnitude more defects
compared to comparably sized Si
wafers. To SiC’s advantage, their
smaller die sizes have less chances of
an extrinsic defect. However, yields
are still far lower for SiC than Si
devices. Today, SiC wafer production
is mainly 150-mm but on the cusp of
making the transition to 200-mm
wafers.

In contrast, since GaN uses Si as a
starting material, there is a much
clearer path for GaN to achieve 300-
mm wafers. By the end of this
decade, GaN should transition to 300-
mm wafer production.

Because Infineon understands
where these transition points will
occur, it is investing appropriately in
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manufacturing facilities around the
world. While a new 300-mm Si wafer
fab has gone into production in Sep-
tember 2021 in Austria, a new facility
in Dresden, Germany is planned to go
into production in 2026 and become
the third 300-mm Si wafer fab for
power devices. At the same time, Infi-
neon is constructing the world’s larg-
est WBG wafer fab in Malaysia,
focusing on both SiC and GaN device
manufacturing.

Silicon Power—sStill Going Strong
All of today’s communications, com-
puting, convenience, comfort, energy
conversion, and transportation prod-
ucts require power semiconductors to
function. While SiC and GaN will ben-
efit from many new applications, Si
power devices will continue to be
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effective in many new applications as
well as in already established markets.
In short, Si power is not going away. It
is well established and will serve a
variety of markets for the foreseeable
future. To paraphrase Mark Twain, any
reports of Si power’s demise are great-
ly exaggerated.
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